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Art Unit: 1723 

Claims 2-9,14-22 and 25 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

In each of claims 6,8 and 18 the term "preferably" renders the respective claims 
and claims dependent therefrom indefinite as does "optionally" in plural recitations of 
claim 14. 

In claim 25 the Trademark terms "type 1 34a or 227" is indefinite since the Instant 
Specification does not define what is meant by these designations in generic 
descriptions. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewlse extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.Sd 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-3 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1 and 5 of Barnes U.S. Patent No. 
6,068,789 (same assignee) in view of DeCrosta et al patent 5,550,21 1 . The instant 
claims are obvious generic variations of the species claims of '789, substantially 
differing from claim 5 of '789 only in omitting the second solvent extraction step and 
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reciting cleaning a polymer rather than an elastomer. However, DeCrosta in column 4, 
lines 34-64 teach only a single solvent extraction step using alcohol solvent and in 
column 2, lines 57-67, et. Seq. teaches that "elastomer" generally refers to polymers. 

Claims 1-3 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1 and 2 of Bames U.S. Patent No. 
6,241 ,828 (same assignee and similar in scope to Barnes 789) in view of DeCrosta et 
al patent 5,550,21 1 . The instant claims are obvious generic variations of the species 
claims of '789, substantially differing from claim 5 of '789 only in omitting the second 
solvent extraction step and reciting cleaning a polymer rather than an elastomer. 
However, DeCrosta in column 4, lines 34-64 teach only a single solvent extraction step 
using alcohol solvent and in column 2, lines 57-67, et. Seq. teaches that "elastomer" 
generally refers to polymers. 

The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1-7,12,13,18-22, 29-32 and 35 are rejected under 35 U.S.C. 102(b) as 
being anticipated by DeCrosta et al (hereafter refen-ed to as DeCrosta) patent 
5,550,21 1 . DeCrosta discloses a method of cleaning/purifying elastomeric and rubber 
polymers for articles for medical and pharmaceutical use including contacting the 
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articles with aliphatic alcohols and consequently discloses the corresponding 
apparatus/articles and method of making the claimed articles. 

For claims 2 and 32, ethanol solvent is disclosed at column 4, line 46. 

For claims 3 and 4, completed elastomeric articles are treated (column 1 , lines 
17-22). 

For claims 5,12,14, 20-22 and 29-31 and 35 cleaning of gaskets (i.e. "seals"), 
and valves as employed in manufactured metered dose dispensing device or apparatus 
is disclosed at column 2, lines 28-32. 

For claims 6,7 the elastomer may comprise butyl rubber (column 3, line 1). 

For claims 13,29 and 35 the elastomer may comprise rubber co-polymers 
including polyethylene or polypropylene (column 3, lines 1-4). 

For claims 14,15,18, and 19,31 impurities removed include residual cross-linking 
agents (column 3, lines 5-6), waxes (column 5, lines 24-26) and accelerators/process 
aids (column 1, lines 24-27). 

The following Is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
inventton was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and the clainns at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject nnatter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and Invention dates of each daim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 8,9, and 14-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DeCrosta in view of Thomas patent 6,234,362. For claims 14 and15, 
impurities removed in DeCrosta include residual cross-linking agents (column 3, lines 5- 
6), waxes (column 5, lines 24-26) and accelerators/process aids (column 1 , lines 24-27) 
used in product manufacturing. 

Claims 8 and 9 and 14-17 differ in requiring the elastomeric rubber polymer to 
be isobutylene or co-polymer therof. Thomas teaches such at column 1 , lines 44-54. It 
would have been obvious to one of ordinary skill in the art to have selected isobutylene 
or copolymer as the elastomer used In Decrosta in view of the superior sealing 
properties and extended shelf life of products comprising Isobutylene. 

Claims 10 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over DeCrosta in view of Barnes patent '828. Claims 10 and 1 1 differ in requiring the 
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cleaning to occur before final product assembly. However such is taught by Barnes '828 
at column 1 , lines 49-53. It would have been also obvious to have cleaned the 
DeCrosta articles before final assembly into completed products, as taught by '828 , to 
assure that all contamination, inherently including contamination internal to finished 
product composites is removed. 

Claims 23-28 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over DeCrosta in view of Cripps PGPUBS Document US2003/01 80228. These claims 
all differ in requiring the completed apparatus to comprise an arrangement wherein 
including valve body chamber, nrK)vable or slideable valve member and a pair of annular 
cooperating seals at inlet and outlet apertures of the chamber. Such arrangement is 
taught by Cripps at figure 1 as descrivd in paragraphs 44,45 and 134-136. It would 
have been obvious to have utilized the DeCrosta manufacturing and cleaning process in 
the manufacture of the specific article arrangement taught by Cripps, since such 
arrangement provides an article operable to accurately and reliably dispense medicant 
over a relatively long article useful life. 

For claims 25 and 26, both DeCrosta and Cripps teach use of fluorohydrocarbon 
propellants and their dispensing through the claimed products (see DeCrosta at column 
1. lines 57-64). 

For claims 27 and 28, dispensing of fluids including alcohols is taught by Cripps 
at paragraph 10, although such fluids do not constitute an article claim limitation. 

Claim 34 differs from DeCrosta in requiring a moulding step in the manufacture of 
the seal. However, Cripps teaches moulding at paragraph 134. It would have also 
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been obvious to employ nfK)ulding in ttie manufacture of the DeCrosta seals, to enable 
use of fewer components In the finished articles, by producing intergrally combined 
components. 
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Any inquiry concerning tills communication or earlier communications from 
ttie examiner siiould be directed to Josepli Drodge at telephone number 
571-272-1 140. The examiner can normally be reached on Monday-Friday from 
8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Wanda Walker, can reached at 571-272-1151 . The fax 
phone number for the examining group where this application is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either private PAIR or Public 
PAIR, and through Private PAIR only for unpublished applications. For more 
information about the PAIR system, see httD://pair-direct.usDto.aov . Should you 
have any questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
JWD 
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